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Docket No. 229-182 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

                                                                                 
        
       ) 
MICHAEL BRANDT FAMILY TRUST  )  
     d/b/a ECO-SAFE OF DALLAS,   ) 
       ) Opposition No. 91201703 
   Opposer,   )  
       ) Application Ser. No. 77/960,950 
v.       ) 
       ) 
ISTITUTO ITALIANO SICUREZZA  ) 
DEI GIOCATTOLI S.R.L.,    ) 
       ) 
   Applicant.   ) 
       ) 
 
 

OPPOSER'S REPLY BRIEF IN SUPPORT OF 
MOTION VQ"FKUOKUU"CRRNKECPVÓU"EQWPVGTENCKO 

 
Opposer, Michael Brandt Family Trust, through its attorneys, submits this Reply Brief in 

uwrrqtv" qh" kvu"Oqvkqp" vq"Fkuokuu"CrrnkecpvÓu"Eqwpvgtencko" hqt" ncem" qh" uvcpfkpi0" "CrrnkecpvÓu"

Memorandum in Opposition was filed on September 6, 2013.  

I. CrrnkecpvÓu"Cfokuukqp"vjcv"kvu"Crrnkecvkqp"ku"Xqkf"ku"Nothing but Material 

CrrnkecpvÓu" gpvktg" rqukvkqp" ku" dcugf" qp" c" hcnug" cuuworvkqp0" "Cu" uvcvgf" qp" rcig" 4" qh" kvu"

brief, Applicant incorrectly presumes that it is ÐkoocvgtkcnÑ" vjcv" Crrnkecpv" jcu" cfokvvgf" kvu"

application should be declared void.  The same theme continues throughout its brief.  As stated 

cickp"qp"rcig"6."ÐVjg"hcev"vjcv"CrrnkecpvÓu"crrnkecvkqp"oc{"dg"xqkf"ku"vgejpkecnn{"koocvgtkcn"vq"

dqvj"QrrqugtÓu"uvcpfkpi"vq"eqpvkpwg"vq"cuugtv"eqphwukqp"cpf"CrrnkecpvÓu"uvcpfkpi"vq"eqpvkpwg"vq"

ugtxg"c"eqwpvgtencko"cickpuv"QrrqugtÓu"tgikuvtcvkqp0Ñ 
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Perhaps Applicant does not fully comprehend the effect of its legal admissions, but those 

admissions eviscerate the statutor{"dcuku"wrqp"yjkej"Crrnkecpv"uqwijv"tgikuvtcvkqp0""CrrnkecpvÓu"

admission that it has never had a bona fide intent to use the mark for the goods and services 

stated in its application is tantamount to an abandonment of its application.  Simply put, Opposer 

pq" nqpigt" jcu" c" xcnkf" crrnkecvkqp" yjkej" vq" qrrqug0" " Cu" fkuewuugf" kp" QrrqugtÓu" Oqvkqp" hqt"

Lwfiogpv" qp" vjg" Rngcfkpiu." CrrnkecpvÓu" oqvkqp" gtcfkecvgu" vjg" dcuku" wrqp" yjkej" c" xcnkf"

application can be prosecuted and maintained. Rather than being immaterial, AppliecpvÓu" ngicn"

cfokuukqpu"ctg"xgt{"ocvgtkcn"cpf"ocpfcvg"vjcv"vjg"qrrqukvkqp"dg"uwuvckpgf"kp"QrrqugtÓu"hcxqt0 

II.  Applicant Eradicated its Standing and Injury Through Its Own Actions 

While not explicitly clear in its brief, Applicant seems to be suggesting that OrrqugtÓu"

Tgikuvtcvkqp"Pq0"3.96;.955"eqpvkpwgu"vq"ecuv"c"enqwf"qp"CrrnkecpvÓu"tkijv"cpf"vkvng"vq"kvu"Ðoctm.Ñ"

not unlike the Applicant in Syntex (U.S.A.) Inc. v. E.R. Squibb & Sons, Inc., 14 USPQ 2d 1879 

(TTAB 1990).  At issue in Syntex ycu"Ðyjgvjgt"CrrnkecpvÓu"fgoqpuvtcvgf"rgtuqpcn"kpvgtguv"ecp"

be eradicated by QrrqugtÓu"qyp"cevkqpu in failing to prosecute its case, resulting in dismissal of 

QrrqugtÓu"cevkqpu"cickpuv"Crrnkecpv0Ñ""Vjg"Dqctf"jgnf"vjcv"CrrnkecpvÓu"kpvgtguv"kp"uvcpfkpi"ycu"

not and could not be eradicated by QrrqugtÓu" qyp" cevkqpu.  Again, the emphasis was on 

QrrqugtÓu" cevkqpu0" " Kp" uq" twnkpi." vjg" Dqctf" engctn{" pqvgf" vjcv" vjg" ukvwcvkqp" yqwnf" dg" swkvg"

different if the party asserting standing and damage took some action during the proceeding to 

deprive itself of standing, as here.  As stated: 

ÐYg"vjkpm"vjcv"vjku"ecug"fkhhgtu"htqo"vjg"gzcorngu"fguetkdgf"kp"vjg"
dissenting opinion, in that in those scenarios standing was either 
created by the outside agency or taken away by an outside agency, 
i.e., a court or the Examining Attorney, or the party asserting 
standing took some action during the course of a proceeding to 
deprive itself of standing.  Here, the defendant (Opposer) by its 
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own action seeks to take standing away from the Plaintiff 
*Crrnkecpv+0Ñ 

In the case at hand, it is Applicant who has clearly taken steps by its own legal 

admissions to eradicate its standing to pursue the counterclaim.  Applicant no longer has an 

interest, title or even any type of right to the mark.  It admits it has no bona fide intent to use the 

mark as a trademark or service mark.  There is no allegation of use of the mark in commerce nor 

is there any allegation that Opposer at any time has threatened Applicant.  Applicant, by its own 

admission, has nothing.  Thus, to maintain a counterclaim, at a minimum, one must have rights 

to a mark upon which its alleged damage may be based.  Otherwise, anyone can, perhaps, say 

that they have an intent to use a particular mark and file a petition for cancellation or opposition 

without even declaring a bona fide intent to use the mark.  Without any such rights, Applicant, 

by its own actions, has become no more than a mere intermeddler.   As noted by the dissenting 

opinion in Syntex, hqt" cnn" yg" mpqy." CrrnkecpvÓu" eqwpvgtencko" ku" dcugf" qp" pq" oore than a 

perceived vindictiveness since Opposer has clearly flushed and ferreted out the true nature of 

CrrnkecpvÓu"kpvgpvkqpu0 

CrrnkecpvÓu"tgnkcpeg"wrqp"vjg"Uwrtgog"EqwtvÓu decision in Already, LLC, d/b/a Yums v. 

Nike, Inc., 133 S. Ct. 721, 727, 105 U.S.P.Q.2d 1169 (2013) is misplaced. To the extent an actual 

case and controversy under Article III of the Constitution applies to Board proceedings, the 

decision actually supports Opposer.  On the one hand, it is distinguishable in so far as it focuses, 

as in Syntex, qp" vjg" rnckpvkhhÓu" cevkqpu" kp"oqqvkpi" vjg" eqpvtqxgtu{." dwv" qp" vjg" qvjgt." uwrrqtvu"

QrrqugtÓu rqukvkqp"vq"vjg"gzvgpv"kv"*3+"tgcuugtvu"vjg"mg{"rtgokug"vjcv"cp"Ðcevwcn"eqpvtqxgtu{Ñ"owuv"

gzkuv"pqv"qpn{"cv"vjg"vkog"vjg"eqornckpv"ku"hkngf."dwv"vjtqwij"cnn"Ðuvcigu"qh"vjg"nkvkicvkqpÑ"cpf"*4+"

the parties must, at all times, jcxg"c"Ðngicnn{"eqipk¦cdng"kpvgrest in the outcome.Ñ""Jqygxgt."vjcv"
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Òngicnn{" eqipk¦cdng" kpvgtguvÑ" ecppqv" dg" dcugf" qp" uqog" ÐdqwpfnguuÑ" vjgqt{" qh" uvcpfkpi as 

espoused by Applicant.  As stated: 

Already falls back on a sweeping argument: In the context of 
tgikuvgtgf" vtcfgoctmu." Òpq" eqxgpcpv, no matter how broad, can 
eradicate the effectsÓ of a registered but invalid trademark.  

*     *     * 

Under this approach, Nike need not even have threatened to sue 
first. Already, even with no plans to make anything resembling the 
Air Force I, could sue to invalidate the trademark simply because 
Already and Nike both compete in the athletic footwear market. 
Taken to its logical conclusion, the theory seems to be that a 
market participant is injured for Article III purposes whenever a 
competitor benefits from something allegedly unlawful Î whether a 
vtcfgoctm."vjg"cyctfkpi"qh"c"eqpvtcevÈ0qt"uq"qp0""Yg"jcxg"pgxgt"
accepted such a boundless theory of standing.Ñ  Id. at 133 S.Ct. 
731.  

III.  Conclusion 

In conclusion, Applicant through its own actions has deprived itself of standing to 

maintain the petition to cancel. At a minimum, a petitioner or counter-claimant should have an 

interest in a mark either with allegations of actual use in commerce, or at least a bona fide intent 

declared under the penalties of perjury. Without more, the counter-claimant has no legally 

cognizable interest and the cancellation should be dismissed. 
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In view thereof, further action is respectfully solicited. 

Respectfully submitted, 
 
MICHAEL BRANDT FAMILY TRUST  
d/b/a ECO-SAFE OF DALLAS 
 
 
 

Dated:    September 26, 2013               /s/   Barth X. deRosa     
Barth X. deRosa 
DICKINSON WRIGHT PLLC 
1875 Eye Street, N.W. 
Suite 1200 
Washington, D.C. 20006 
Phone (202) 457-0160 
Fax (202) 659-1559 
Counsel for Opposer 
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The undersigned hereby certifies that a true and correct copy of the OPPOSER'S REPLY 
DTKGH"KP"UWRRQTV"QH"OQVKQP"VQ"FKUOKUU"CRRNKECPVÓU"EQWPVGTENCKO has been 
served upon Applicant on this 26th day of September 2013, via e-mail and first class mail, 
postage prepaid, as identified below: 

 

Jeffrey M. Goehring 
Young & Thompson  
209 Madison Street 

Suite 500  
Alexandria, VA 22314-1764 

 
and 

 
jgoehring@young-thompson.com 

 
 
 
 
 

  /s/   Barth X. deRosa    
Barth X. DeRosa 
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